MS#303737.01 (5224) 
PATENT 



REMARKS 

Applicant has thoroughly considered the Office action mailed on July 28, 2006. 

Claims 1, 7-8, 14-15, and 21 have been amended to specify methods comprising 
a stored offline address book of a full address. Support may be found at 
paragraph [0031] of the published application. 

Claims 1-21 are currently pending. The Applicants respectfully request 
reconsideration of the application as amended. 

I. Claims 2-4, 9-11, and 16-18 

The applicants note that no rejection has been maintained by the Office 
regarding claims 2-4, 9-1 1 , and 16-18. The applicants respectfully request allowance of 
these claims. 

II. 35 U.S.C. 103(a) 

Reconsideration is respectfully requested of the rejection of claims 1, 5-8, 12-15, 
and 19-21 under 35 U.S.C. 103(a) as being unpatentable over Huang, US Patent No. 
5,966,714, in view of Chin, U.S. Publication No. 20010029455, and further in view of 
Kuhn, "UTF-8 and Unicode FAQ for Unix/Linux." 

For a claim to be prima facie obvious under 35 U.S.C. §103 in view of prior art, 
the prior art references must individually or in combination disclose or suggest all of the 
limitations of the claim. The references must also suggest or provide a motivation to 
one skilled in the art to modify the cited references or combine their teachings. Finally, 
one skilled in the art, upon reading the prior art references, must have a reasonable 
expectation of success in modifying or combining the references. 
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Claims 1, 5-8. 12-15, and 19-21 

Claims 1, 5-8, 12-15, and 19-21, as amended, describe a method for persisting, 
displaying, or searching a stored offline address book of a full address book , the method 
comprising, inter alia, a stored offline address book representing textual information in a 
format, wherein the format allows for representation of greater than 256 characters 
using two or more byte sequences of 8-bit character widths. 

Huang et al. disclose a method of scaling email address book databases for 
devices with limited storage . The method includes storing and maintaining a subset of a 
large address book containing e-mail addresses locally on a client device with limited 
storage space such as a SmartPhone, personal data assistant, or notebook PC. 1 

Huang et al. do not disclose an offline address book that comprises textual data 
in a format that allows for representation of greater than 256 characters using two or 
more byte sequences of 8-bit character widths. 

Chin et al. disclose a method of electronically translating text from an input 
language into target language text. 2 The input language text is initially converted into a 
generic format. A routing module then selects a translator that provides an optimal 
translation of the input text in the generic format to the second output language. 3 Chin 
et al. further disclose that in one embodiment, Java Unicode character strings can be 
utilized to support output in all supported languages such that the output interface can 
display languages to users who do not have an operating system that is native to the 
language of the output. 4 Thus, text that is translated in a foreign language or foreign 
language text that is translated into the native language of the user can be displayed to 
an output device. 5 

The Kuhn reference describes UTF-8 character format. 

The Applicants respectfully submit that cited references individually and in 
combination fail to disclose all the elements of the claimed invention, fail to suggest or 



1 Huang et al., U.S. Patent No. 5,966,714, column 3, line 66 to column 4, line 12. 

2 Chin et al., U.S. Pub. No. 2001/0029455, paragraphs [0105] to [0107]. 

3 Id. at paragraph [0107]. 

4 Id. at paragraph [0134]. 

5 Id., see Figure 1. 
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motivate one skilled in the art to combine the cited references, and fail to provide a 
reasonable expectation of success in modifying or combining the references. 

Neither Huang et al., Chin et al., nor Kuhn individually or in combination disclose 
a stored offline address book of a full address book that comprises textual data in a 
format that allows for representation of greater than 256 characters using two or more 
byte sequences of 8-bit character widths. 

When determining whether a suggestion or motivation to combine references 
exists, the cited references must be considered in their entirety, including disclosures 
that teach away from the claimed invention. 6 However, if a combination of prior art 
would change the principle of the prior art invention being modified, then the teachings 
of the references are not sufficient to render the claims prima facie obvious . 7 Huang et 
al. disclose a method for providing a partial offline address book to a device with limited 
storage . One skilled in the art would recognize that utilizing a character format that 
allows for representation of greater than 256 characters by using two or more byte 
sequences of 8-bit character widths would at least double the storage requirements of 
textual information. Furthermore, some UTF-8 encoded characters may be up to six 
bytes long, requiring six times the storage space for the UTF-8 character versus a 
single ASCII character. 8 One skilled in the art reading Huang et al. in view of Kuhn 
would not be motivated to combine the Huang et al. reference with the Kuhn reference 
disclosing the use of a multi-byte character format in order to teach a stored offline 
address book having a format that allows for representation of greater than 256 
characters using two or more byte sequences of 8-bit character widths. A combination 
of the Huang et al. and Kuhn references would significantly increase the storage 
requirements for each character and be unacceptable for use in a device with limited 
storage as described by Huang et al. 

Even if the Huang et al., Chin et al., and Kuhn references were combined, one 
skilled in the art would not have a reasonable expectation of success that the 
combination would result in the claimed invention. As described above, Huang et al. 

6 W.L. Gore & Associates, Inc. v. Garlock, Inc., 721 F.2d 1540, 220 USPQ 303 (Fed. Cir. 1983); MPEP 
§2141.03. 

7 In re Ratti, 270 F.2d 810, 123 U.S.P.Q. 349 (CCPA 1959). MPEP §§ 2143.01 , 2145. 

8 Specification, paragraph [0047]. 
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disclose a method that requires a subset of a larger address book for use on a device 
that has limited storage. Huang et al. does not disclose storing an offline address book 
of a full address book in multiple byte character sets. Chin et al. teach a method of 
translating text of one language into a target language and displaying the text wherein 
Unicode characters can be utilized to display the non-native language text. The 
combination of Huang et al., Chin et al., and Kuhn does not disclose storing an offline 
address book of a full address book of textual information in a format, wherein two or 
more byte sequences of 8-bit character widths are used to represent individual 
characters. Combining the teachings, absent the suggestion or motivation to do so, 
would not successfully result in achieving the method of claims 1, 5-8, 12-15, and 19-21 
which specify a stored offline address book of a full address book of textual information 
in a format, wherein the format allows for representation of greater than 256 characters 
using two or more byte sequences of 8-bit character widths. 

For the above reasons, the Applicants submit that claims 1 , 5-8, 1 2-1 5, and 1 9- 
21 , as amended, are non-obvious over the cited references and respectfully request 
withdrawal of its rejections under 35 U.S.C. § 103. 

The Applicants wish to expedite prosecution of this application. If the 
Examiner deems the claims as amended to not be in condition for allowance, the 
Examiner is invited and encouraged to telephone the undersigned to discuss 
making an Examiner's amendment to place the claims in condition for allowance. 

Please apply any charges or overpayment to deposit account 19-1345. 

Respectfully submitted, 

/Anthony R. Kinney/ 

Anthony R. Kinney, Reg. No. 44,834 

SENNIGER POWERS 

One Metropolitan Square, 16th Floor 

St. Louis, Missouri 63102 

(314) 231-5400 

ARK/leb 
Filed via EFS 
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